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DETAILED ACTION 

1. The amendments filed on June 11, 2008 and January 16, 2009 have been 
received and considered. By these amendments, claims 26-28 are added and claims 1- 
13 and 15-28 now pending in the application, with claims 15-24 being previously 
withdrawn. 

Election/Restrictions 

2. Newly submitted claims 26-28 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the newly 
submitted claims are directed products related to those previously acted on. The 
related inventions are distinct if: (1) the inventions as claimed are either not capable of 
use together or can have a materially different design, mode of operation, function, or 
effect; (2) the inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the 
inventions as claimed are not obvious variants. See MPEP § 806.05(j). In the instant 
case, the inventions as claimed the invention as claimed have a materially different 
design, do not overlap in scope, and are not obvious variants. Furthermore, the 
inventions as claimed do not encompass overlapping subject matter and there is 
nothing of record to show them to be obvious variants. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 26-28 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 
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Specification 

3. In view of the Applicant's amendment to the Abstract, the Examiner is 
withdrawing the objection which was made against the specification in the previous 
Office Action. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1-5, 7-13, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Westlund et al. (U.S. Patent No. 6,643,550). Regarding claim 1, 
Westlund discloses a medical electrical lead comprising a component 100 including a 
surface and a groove 205/207 formed in the surface and including an inherent depth, 
and a conductor 195, including an inherent pre-weld diameter, extending within the lead 
and including a portion positioned and welded within the groove of the component (see 
Figures 6 and 7 and col. 5, In. 50-65). Further, Westlund discloses that suitable welding 
techniques for welding conductors, such as conductor 195, includes resistance welding 
(see col. 7, In. 63-65). However, Westlund fails to disclose that the pre-weld diameter of 
the conductor is greater than the depth of the groove. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made for the pre-weld 
diameter of the conductor to be greater than the depth of the groove, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Alter, 105 USPQ 233. Alternatively, one of ordinary skill in the art would recognize that 
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the pre-weld diameter of the conductor may be smaller than, larger than, or the same 
size as the depth of the groove. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to choose from these three finite, 
identified solutions when determining the appropriate ration between the diameter of the 
conductor and the depth of the groove. 

6. Regarding claim 2, it can be seen from Figures 1 and 8 of Westlund that the 
surface has a curved profile. 

7. Regarding claims 3-5, it can be seem from Figures 1 and 6-8 of Westlund that 
the component 100 comprises a substantially tubular body and the surface includes 
inner and outer diameters. 

8. Regarding claims 7 and 8, Westlund discloses that the conductor may be a cable 
or a coil (see Figures 6 and 10D). 

9. Regarding claims 9 and 35, it can be seen from Figure 6 of Westlund that the 
groove extends approximately aligned with a longitudinal axis of the component. 

10. Regarding claim 10, it can be seen from Figure 10D of Westlund that the groove 
207 may extend approximately transverse to a longitudinal axis of the component. 

1 1 . Regarding claim 1 1 , it can be seen from Figure 10D of Westlund that the groove 
207 may spiral about a portion of a circumference of the surface. 

12. Regarding claims 12 and 13, it can be seen from Figure 10D of Westlund that the 
groove 207 includes a generally U-shaped cross-section. The Examiner takes the 
position that a generally U-shaped groove has an approximately semi-circular cross- 



Application/Control Number: 10/717,721 Page 5 

Art Unit: 3766 

section. Furthermore, as a U-shape is simply a smoothed V-shape, the Examiner takes 
the position that the groove of Westlund has an approximately V-shaped cross section. 

13. Claims 1-3, 12, 13, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ley et al. (U.S. Patent No. 6,912,423) in view of Bush et al. (U.S. 
Patent No. 5,385,578). Regarding claim 1, Ley discloses a medical electrical lead 
comprising a component 100 including a surface and a groove 102 formed in the 
surface, a conductor 106 extending within the lead and including a portion positioned 
within the component, wherein the groove includes a depth and the portion of the 
conductor positioned within the groove includes a pre-weld diameter, the pre-weld 
diameter being greater than the depth of the groove (see Figures 9 and 10 and col. 5, 
In. 41-56). However, Ley fails to disclose a resistance weld formed between the portion 
of the conductor and the component. Bush teaches the utilization of a resistance weld 
formed between conductors and lead components in order to obviate the need for a 
support tube or pin and to minimize the bulk of the connection (see col. 7, In. 24-26 and 
31-37). Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to utilize a resistance weld between the conductor and 
component of Ley, as taught by Bush, in order to obviate the need for a support tube or 
pin and to minimize the bulk of the connection. 

14. Regarding claim 2, it can be seen from Figure 9 of Ley that the surface has a 
curved profile. 

15. Regarding claims 3-5, it can be seen from Figures 9 and 10 of Ley that the 
component comprises a substantially tubular body and the surface includes inner and 
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outer diameters. Further, Ley discloses that the component includes an outer electrode 
surface 128 (see Figure 8). 

16. Regarding claim 6, Ley discloses the invention essentially as claimed, but fails to 
specifically disclose that the outer electrode surface includes a titanium nitride coating. 
It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify the invention of Ley in view of Bush with a titanium nitride coating on 
the outer electrode surface since it was known in the art that titanium nitride coatings 
are utilized to enhance biocompatibility and improve electrical characteristics. 

17. Regarding claims 7 and 8, Ley discloses that the conductor may be a cable or a 
coil (see col. 5, In. 29-32). 

18. Regarding claims 9 and 25, it can be seen from Figure 9 of Ley that the groove 
may extend approximately aligned with a longitudinal axis of the component. 

19. Regarding claims 12 and 13, it can be seen from Figure 10 of Ley that the groove 
102 includes a generally U-shaped cross-section. The Examiner takes the position that 
a generally U-shaped groove has an approximately semi-circular cross-section. 
Furthermore, as a U-shape is simply a smoothed V-shape, the Examiner takes the 
position that the groove of Westlund has an approximately V-shaped cross section. 

Response to Arguments 

20. Applicant's arguments, filed June 11, 2008, with respect to the rejection(s) of 
claim(s) 1-13 and 25 under 35 USC 103(a) as being unpatentable over Nelson have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
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However, upon further consideration, a new ground(s) of rejection is made in view of 
Westlund, Ley, and Bush. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMMIE HELLER whose telephone number is 
(571)272-1986. The examiner can normally be reached on Monday through Friday from 
7am until 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl H. Layno can be reached on 571-272-4949. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Carl H. Layno/ 

Supervisory Patent Examiner, Art Unit 3766 

/Tammie Heller/ 
Examiner, Art Unit 3766 
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